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Bef ore Hohein, Chaprman and Holtzman, Adm nistrative Tradenmark
Judges.

Opi ni on by Hohein, Admnistrative Trademar k Judge:

Endonetics, Inc., by change of nane from Akos
Bi onedical, Inc., has filed an application to register the mark
"ENDONETI CS" for "diagnostic and therapeutic nedical devices for
the treatment of gastrointestinal disease."?

Regi stration has been finally refused under Section

2(d) of the Trademark Act, 15 U S. C. 81052(d), on the ground

! Ser. No. 75/605,751, filed on Decenber 15, 1998, which is based on an
al l egation of a bona fide intention to use the mark in conmerce.
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that applicant's mark, when used in connection with its goods,
so resenbl es the mark "ENDONET," which is registered for a
"conputer system nanely, [a] video processor, conputer

peri pherals and nultiple task server unit for use in nedical

applications, "?

as to be likely to cause confusion, m stake or
decepti on.

Applicant has appeal ed. Briefs have been filed,? but
an oral hearing was not requested. W affirmthe refusal to
register.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a
l'i keli hood of confusion. Inre E. |I. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as
indicated in Federated Foods, Inc. v. Fort Howard Paper Co., 544
F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any likelihood of

confusion analysis, two key considerations are the simlarity of

the goods and the simlarity of the marks.*

2 Reg. No. 1,688,321, issued on May 19, 1992, which sets forth a date
of first use anywhere and first use in commerce of Cctober 22, 1991
conbi ned affidavit 888 and 15.

® Applicant's request for an extension of tine to file its reply brief
is granted

* The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunulative effect of differences in the
essential characteristics of the goods and differences in the marks."
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Turning first, therefore, to consideration of the
respective goods, it is well established, as pointed out by the
Exam ning Attorney in her brief, that goods need not be
i dentical or even conpetitive in nature in order to support a
finding of |ikelihood of confusion. Instead, it is sufficient
that the goods are related in sone manner and/or that the
ci rcunst ances surrounding their marketing are such that they
woul d be likely to be encountered by the sane persons under
situations that would give rise, because of the marks enpl oyed
in connection therewith, to the m staken belief that they
originate fromor are in some way associated with the sane
producer or provider. See, e.g., Mnsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

Applicant maintains, however, that the respective
goods and channels of trade therefor are too dissimlar to give
rise to a likelihood of confusion. Specifically, applicant
asserts inits initial brief that, as to the dissimlarities
bet ween the goods at issue:

Regi strant's conputer systemis made up

of a server, i.e., a networked conputer,

conput er peripherals (usually a conputer

keyboard and nouse), and a vi deo processor.

A video processor is generally either a

separate unit, or a board with the server
that fine tunes video imges. A nonitor is
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inplied in the system since a video
processor is typically in comunication with
a nonitor. Applicant has revi ened
Registrant's web site, |ocated at

www, pent axnedi cal . com Al t hough Appli cant
did not find use of the specific ENDONET
mar kK by Regi strant, the conputer systens and
vi deo processor products described on the
web site are used to schedul e nedi cal

appoi ntnents and record visual nedical data.
Al t hough Regi strant's conputer system has
nmedi cal applications, Registrant's goods are
primarily conputers, not medi cal devices.

In contrast, Applicant's goods are
sophi sticated nedi cal devices that are
inplanted into a patient's stomach. 1In a
very specialized procedure, doctors pin
Applicant's device into the lining of the
patient's stomach near the upper val ve.
Once the device is inplanted, it neasures
the acidity levels in the patient's stomach
This information can be used to help
di agnose and treat gastrointestinal diseases
such as Gastrointestinal Reflux D sease
(G RD). The device usually remains in the
patient for several days. Applicant
respectfully notes that the device does not
record any visual information.

Thus, according to applicant, registrant's "conputer system
conposed of a video processor, conmputer peripherals and a server
is significantly different froma sophisticated nmedical device
that is inplanted into a person's stomach,” which is the case
with applicant's "diagnostic and therapeutic nedical devices for
the treatnment of gastrointestinal disease.”

Wth respect to the channels of trade for the goods at
i ssue and the purchasers thereof, applicant contends in its

initial brief that:
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Applicant targets a very different type
of buyer than Registrant. Applicant targets
hi ghly trai ned nedi cal personnel, who are
very famliar with specialized
gastroi ntestinal procedures and treatnents
for patients. Applicant's consuners are
doctors known as "gastroenterol ogists."
These are highly specialized nedical
pr of essi onal s that di agnose and treat
gastroi ntestinal diseases. ..

Regi strant's consuners are nost likely

medi cal technici ans who use conput er
systens. Such nedical technicians are
probably trained in database nmanagenent or
conput er networ ki ng and need not be famliar
with the very specific field of

gastroi ntestinal procedures. Because the
goods are nmarketed to different custoner
bases, no custoner confusion would occur

Applicant also insists that, "[e]ven if Registrant and Applicant
conduct their business in the sane nedical field of endoscopic
gastroenterol ogy and sell their products to the sane hospital,
this would not dimnish the dissimlarity in trade channels
because,” citing Astra Pharmaceutical Products, Inc. v. Beckman
I nstrunents, Inc., 718 F.2d 1201, 220 USPQ 786 (1st Cir. 1983),
and In re Digirad Corp., 45 USPQ2d 1841 (TTAB 1998), "courts
have held that a hospital is not a rel evant purchaser because it
is conposed of separate departnments with diverse purchasing
requi renents, which in effect, constitute different markets for
the parties' respective goods."

In addition, applicant urges that not only are the

respecti ve goods expensive, the purchasers thereof "are highly
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sophi sticated and extensively trained in their field." The
deci sion to purchase the goods at issue, applicant argues,
requires the exercise of a great deal of tine and effort. G ven
the need for such care and deliberation in the purchasing
process, applicant maintains that confusion as to source or
sponsorship is unlikely to occur.

We are constrained to agree with the Exam ni ng
Attorney, however, that the respective goods are so closely
related that, if sold under the same or substantially simlar
mar ks, confusion as to the origin or affiliation thereof is
i kely, notw thstanding the |evel of purchaser sophistication.
As the Exam ning Attorney persuasively notes in her brief:

The goods ... are highly rel ated.
Based on the respective identifications of
goods, the goods are both used in the
medi cal industry. There are no restrictions
pl aced on the type of nedical applications
for which the registrant's goods were
designed. There is no evidence to suggest
t hat gastroenterol ogists or their staff do
not use both the registrant's goods and the
applicant's goods. .... The applicant's
identification of goods, which the applicant
declined to anend, [is broadly set forth as]
"di agnostic and therapeutic medi cal devices
for the treatnment of gastrointestina
di sease" [and thus] does not specify in any
way the type[s] of devices involved. The
appl i cant does not provide any evidence to
show that its devices do not include
gastroi ntestinal endoscopes or that its
devices are not used in conjunction with the
regi strant's goods.
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Furthernore, the exam ning attorney has

subm tted actual evidence of the overlap in

trade channels. The evidence attached to

the final Ofice action shows that the

regi strant's goods are used in endoscopic

procedures, which could include

gastroi ntesti nal endoscopy. The evidence

fromthe final Ofice action al so shows that

the applicant's goods are used with respect

to gastrointestinal endoscopy.
Consequent |y, because "[t] he applicant's goods and the
regi strant's goods can be used for the sane purpose, nanely, to
gather information in order to diagnose and/or treat the
patient's gastrointestinal disease," the Exam ning Attorney
concl udes that such goods are closely related and that the
channel s of trade therefor and purchasers thereof would be the
sane.

The evi dence nade of record and referred to by the
Exam ni ng Attorney as supporting her position consists of
printouts fromboth registrant's and applicant's websites as
wel | as various dictionary definitions which serve to explain
the nature and use of registrant's video processors and
applicant's nedical devices. |In particular, the pages from
registrant's website, which discuss the features of its "EPM

3300 Video Processor,"” indicate that such product "is the

control center of the Pentax Video Endoscope system that it

> Wile there is apparently no nention of the specific video processor
used as part of registrant's "ENDONET" conputer system such excerpt
woul d appear to be indicative of the general nature and function of
the video processors offered by registrant.



Ser. No. 75/605, 751

"provides extrenely high resolution inages with excellent col or
reproduction”; that "[m ost Pentax endoscopes, video and fiber,
can be connected to the EPM 3300"; and that it "can be
configured to control many docunentation devices," with

"[e] xpanded i nage and patient data nmanagenent ... acconplished
[ by] using conputerized systens: |Ms-3000 or EndoNet."

Definitions fromthe On-line Medical Dictionary define

"endoscopy" as, in general, "[t]he visual inspection of any
cavity of the body by neans of an endoscope" and "endoscopy,
gastrointestinal™ as, in particular, the "visual exam nation of
the gastrointestinal tract by nmeans of a fiberoptic endoscope.
It is used to localise [sic], identify, and phot ograph
pat hol ogi c alterations, to obtain biopsy material and perform
ot her surgical interventions, and for delivery of nedication."

"Endoscope, " according to the excerpt from The Anerican Heritage

Dictionary of the English Language, is defined as "[a]n

instrunent for examning visually the interior of a bodily canal
or a hollow organ such as the col on, bladder, or stomach." The
pages fromapplicant's website indicate that, |ike registrant
and the applications for the endoscopic video processors it

mar kets, applicant is a "conpany focused on the devel opnment of
endoscopi ¢ devi ces for Gastroesophageal Reflux D sease (GERD)."
Specifically, such pages state that applicant "is devel oping two

proprietary endoscopi c technol ogi es, one diagnostic ... and one
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therapeutic ... that will have a significant inpact on the
gastroenterologist's ability to manage patients with GERD."

It is well settled that that the issue of |ikelihood
of confusion nmust be determ ned on the basis of the goods as
they are set forth in the involved application and cited
registration. See, e.g., CBS Inc. v. Mrrow, 708 F.2d 1579, 218
USPQ 198, 199 (Fed. G r. 1983); Squirtco v. Tony Corp., 697 F.2d
1038, 216 USPQ 937, 940 (Fed. Cir. 1983); and Paul a Payne
Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901, 177
USPQ 76, 77 (CCPA 1973). Here, not only are registrant's and
applicant's goods so broadly identified as to enconpass, on the
one hand, nedical conputer systemns, including video processors,
for use in the treatnent of gastrointestinal disease and, on the
ot her hand, diagnostic and therapeutic nedical devices for the
treatment of gastrointestinal disease, but the evidence of
record indicates that such closely related goods are in fact
specifically designed for use by gastroenterol ogists in
conducting gastrointestinal endoscopic procedures. Such goods,
therefore, would travel in the same channels of trade and be
purchased and used by the sane nedi cal specialists.

Furthernore, while it is obvious fromthe inherent
expense and sophistication of the respective goods that the
pur chasers thereof would be expected to exercise a high degree

of care or discrimnation in the selection of such goods, it is
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still the case that the fact that gastroenterol ogists, for
exanpl e, exercise deliberation in choosing the respective
products "does not necessarily preclude their m staking one
trademark for another"” or that they otherwi se are entirely
i mmune from confusion as to source or sponsorship. Wncharger
Corp. v. Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA
1962). See also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB
1988); and In re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB
1983) .

This brings us to consideration of the marks at issue.
Applicant argues that, when considered in their entireties, its
mar k "ENDONETI CS" and registrant's nmark "ENDONET" are "very
dissimlar in their appearance.” |In particular, applicant
cont ends- - notably without supporting evidence--that the nere
fact that the marks share "the simlar prefix 'ENDO " (actually,
the shared prefix is identical rather than "simlar") "is not
enough to give rise to a |likelihood of confusion because the

term' ENDO is conmonly used in the nedical industry."® The

¢ Al'though applicant asserts, inits initial brief, that "many

regi stered trademarks exi st that begin with "ENDO and ... are used in
connection with nmedi cal goods and services," applicant cites as
exanples only "U S. Registration Nos. 2,361, 268, 1, 854,089 and
1,994,421 for the marks ENDOCLAMP, ENDOPLUS and ENDOTHERM' as bei ng
"used in connection with nedical devices or services." The Board,
however, does not take judicial notice of third-party registrations.
See, e.g., In re Duofold Inc., 184 USPQ 638, 640 (TTAB 1974).

Mor eover, even if applicant had supported its argunent with copies of
the third-party registrations upon which it purports to rely, such
woul d not in any event constitute proof of actual use of the

10
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di stingui shing features of the marks at issue, applicant
consequently insists, "are the letters at the end of each mark,"
wth the suffix "NET" in registrant's mark being "visually
dissimlar" fromthe suffix "ICS" in applicant's mark.

Li kewi se, as to differences in pronunciation of the respective
mar ks, applicant asserts that "a consuner view ng or
articulating the trademarks in their entireties would not
confuse Applicant's mark for Registrant's mark" because "[t]he
differences in the nunber of letters and syll ables, as well as

t he di stinguishing sounds of "NET' and 'ICS,' would not |ead the
consuner to erroneously purchase Registrant's [ ENDONET] conputer
system al t hough actual ly desiring to purchase an ENDONETI CS
medi cal device for the treatment of gastrointestinal disease."’

In addition, applicant maintains that confusion is not

i kely inasnmuch as the respective marks are entirely different

regi stered marks and that the purchasing public, having becone
conditioned to encountering certain products and servi ce under marks
whi ch consist of or include the prefix "ENDO " is therefore able to

di stingui sh the source thereof based upon differences in such marks.
See, e.g., AMF Inc. v. Anerican Leisure Products, Inc., 474 F.2d 1403,
177 USPQ 268, 269 (CCPA 1973) and In re Hub Distributing, Inc., 218
USPQ 284, 285-86 (TTAB 1983). Thus, the nunber and nature of simlar
marks in use on simlar goods and/or services is not a relevant du
Pont factor in this appeal.

" Such argument, as set forth by applicant, fails to recognize that, as
correctly noted by the Exam ning Attorney in her brief, "[t]he issue
is not likelihood of confusion between particul ar goods, but

l'i kel'i hood of confusion as to the source of those goods. See, e.g.

In re Rexel Inc., 223 USPQ 830, 831 (TTAB 1984) ["the question to be
determ ned herein is not whether the goods are likely to be confused
but rather whether there is a likelihood of confusion as to the source
of the goods because of the marks used thereon"] and TMEP Section
1207. 01.

11
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in connotation and conmercial inpression. Specifically,
applicant contends that:

[ T] he Iast syllable "NET" of
Regi strant's mark connotes a relation to
net wor ks and conputers. This is due to the
fact that "NET" is a common abbreviation for
"networ k" or "conputer network." The | ast
syl | abl e of Applicant's mark, however,
connotes sonething entirely different froma
conput er network. The suffix "ICS" neans
"qualities, properties.” Wbster's New
Wrld College Dictionary 4th Ed. (1999).
The addition of "NETICS' to the prefix
"ENDO' all but strips "endonetics" of any
connotation to conputer networks. Rather,
the suffix "NETICS" is nore commonly found
in words defining certain practices and
fields of study, such as "kinetics," the
dynam cs of energy[,] and "dianetics," the
dynam cs of nmental health. Here, the term
"endoneti cs" suggests the dynam cs of
endoscopy, which is the practice of
exam ning visually the inside of an organ
Webster's New Wirld College Dictionary 4th
Ed. (1999). Thus, Applicant's mark and
Regi strant's mark have different
connot ati ons and nmake di fferent comerci al
i mpressi ons upon the consuner.

We concur with the Exam ning Attorney, however, that
the marks at issue do not nerely share the term "ENDO " Rat her
t hey have in common the term "ENDONET" which, as the Exam ning
Attorney points out in her brief, "is not only the registrant's
entire mark, it is also the root of the applicant's mark." As
the Exami ning Attorney further notes in her brief, the record

denpnstrates that:

12
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The "-1CS" portion of the applicant's nmark
is merely a suffix which neans "1. Science;
art; study; know edge; skill: graphics. 2.
Actions, activities, or practices of:
athletics. 3. Qualities or operations of:

mechanics." See The Anerican Heritage
Di ctionary of the English Language (3'% ed.
1992) .

In view thereof, we essentially agree with the Exam ning
Attorney that, in effect, the nere addition of the suffix "-1CS"
to registrant’'s mark "ENDONET" so as to formapplicant's mark
"ENDONETI CS" is insufficient to result in a significant
difference in either the overall connotation or commercia
i mpressi on engendered by applicant's mark vis-a-vis registrant's
mark. Both marks, instead, are highly simlar in the
connot ati on and comrerci al inpression which they project, such
that even if registrant's mark i s considered suggestive of a
conputer network which pertains to endoscopic practices or
procedures, applicant's mark is simlarly suggestive of
endoscopi ¢ practices or procedures.

Mor eover, as the Exam ning Attorney additionally notes
in her brief:

Since the marks are based on the sane root,

they also share simlarities in appearance

and sound. It is reasonable that, one would

hear or read the root "ENDONET," the whole

of the registrant's mark, in order to hear

or read "ENDONETICS," the applicant's marKk.

G ven that applicant has, in essence, appropriated the entirety

of registrant's mark, with the latter constituting the initial

13
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and major part of the former inasnuch as the short suffix "-1CS"
adds little of trademark significance to distinguish applicant's
mark, we find that the respective marks on the whole are
substantially simlar in sound, appearance, connotation and
commer ci al i npression

Accordi ngly, we conclude that such nedical personne
as, principally, gastroenterol ogists and others involved in the
di agnosi s and treatnent of gastrointestinal disease, who would
be famliar or acquainted with registrant's "ENDONET" mark for
its "conputer system nanely, [a] video processor, conputer
peri pherals and nultiple task server unit for use in nedical

applications,” would be likely to believe, upon encountering
applicant's substantially simlar "ENDONETICS" mark for its

"di agnostic and therapeutic nedical devices for the treatnent of
gastrointestinal disease,” that such closely rel ated goods
emanate from or are sponsored by or associated with, the sane
source. See, e.g., United States A ynpic Commttee v. A ynp-
Her renwaschef abri ken Bezner GnbH & Co., 224 USPQ 497, 498 (TTAB
1984) [in finding mark "OLYMP" for shirts, blouses and collars
likely to cause confusion with mark "OLYMPI C' for warmup

uni fornms used in connection with track and field ganes, hel nets,
and track shoes, board noted that "marks with 'small suffix’

add-on differences conparable to ' OQLYM” and ' OLYMPI C have not

i nfrequently been found to produce a |ikelihood of confusion or

14
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m st ake when used on simlar goods"]; In re Pellerin MI nor
Corp., supra at 559 [mark "M LTRON' for a "m croprocessor for
controlling and progranm ng the operation of a commerci al

| aundry washi ng and dryi ng machi ne and sold as part thereof”
held likely to cause confusion with mark "M LLTRONI CS" (in
stylized format) for "electronic control devices for
automatically regulating or controlling the operation of

machi nery"]; and Sun Electric Corp. v. Sun G| Co. of

Pennsyl vani a, 196 USPQ 450, 453 (TTAB 1977) [mark "SUNELECT" for
"electrical transforner oils" found |likely to cause confusion
with trade name "Sun Electric" for conpany whi ch manufactures
"electrically operated testing and indicating instrunents"”].

Deci sion: The refusal under Section 2(d) is affirned.

15



